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DETAILED ACTION- REISSUE 
Reminder 

Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), to 
timely apprise the Office of any prior or concurrent proceeding in which Patent No. 
5,701,831 is or was involved. These proceedings would include interferences, reissues, 
reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR 1 .56, to 
timely apprise the Office of any information which is material to patentability of the 
claims under consideration in this reissue application. 

These obligations rest with each individual associated with the filing and 
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and 
1442.04. 

SPECIFICATION 
Abstract 

The changes to the abstract are appreciated. This has been duly noted and 
considered. 

DECLARATION 

The reissue oath/declaration filed with this application is defective (see 37 CFR 
1 .175 and MPEP § 1414) because of the following: applicants identify a specific error 
regarding claim 1 (08/668,471), and recite specific terms within claim 1 which unduly 
limit the scope of protection afforded the invention, however, no change (or 
amendment) is presented for "correcting" claim 1 or "correcting" any of the patented 
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claims (patent 5,701,831) directed to a headgear holder and no "newly presented" claim 
is added which "corrects" the noted error of claim 1 or any of the patented claims. 

The following language is suggested for applicant's consideration in correcting 
the declaration: US Patent 5,701, 831 contains at least one error in that original patent 
claim 1 is directed to a headgear holder including a main frame member, a pressing 
member, and two fastening devices and does not cover applicant's invention directed to 
a headgear holder support apparatus which includes a base, a supporting member, and 
a frame as now recited in claim 23. 

Summary 

Claims 1 ,6,14,22,23,32 and 33 are the independent claims under consideration 
in this Office Action. 

Claims 2-5,7-13,15-21 and 24-31 are the dependent claims under consideration 
in this Office Action. 

Claim Rejections 

Claims 1-33 are rejected as being based upon a defective reissue declaration 
under 35 U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above 
in this Office action. 

Claim Rejections - 35 U.S.C. § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) The invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1,5-8 and 22 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Tajima et al. (5,553,560). 

Tajima et al. teach a headgear holder for use with a sewing machine. The 
headgear holder 140 (figure 24, for example) accommodates a headgear 46A having a 
sweatband 46A2 (figure 28, for example) which folds inward (inside) or outward 
(outside) for allowing embroidery to be sewn onto the frontal, annular, and right or left 
side temporal portions of the headwear. Tajima et al. teach sewing substantially the 
entire circumferential surface of a work having a curved configuration such as a 
cylindrical configuration (column 2, lines 20-23). 

Tajima et al. Teach the headgear holder as including a main frame member 140 
(figure 24, for example) on which the headgear is set such that the sweatband is placed 
outside onto the main frame member. A pressing member 150 having a flexibility, such 
a stainless steel plate which conforms to the shape of the main frame (column 12, lines 
32-34) and externally presses the headgear set on the main frame. Two fastening 
devices 143,158 and 144,164 and 160 (figure 24, for example) are provided at about 
the temporal locations of the headgear between the main frame member and each 
corresponding end of the pressing member (accommodating the unfolded sweatband) 
for holding the pressing member onto the main frame member and thus removably 
affixing the headgear to the main frame member for embroidering thereof. As the 
fastening devices are latched, the pressing member is moved to clamp the headgear 
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onto the main frame member, when they are (switched) unlatched (at 160 and 162) both 
fastening members158 and 164 do not apply a clamping force to the headgear and 
sweatband. 

The pressing member 150 includes a slot 152 for inserting the visor 46A1 of the 
headgear and gripping teeth 1 55 and 1 56 are provided at the outline of the slot for 
allowing the pressing member to grip a portion of the outside folded sweatband and 
another portion of the headgear immediately next to the visor. The slot accommodates 
the visor and pressing member presses the area adjacent the visor for allowing 
embroidery to the headgear. 

Remarks 

Applicant notes that Tajima et al. do not teach two fastening devices provided 
between the main frame member and a corresponding end of the pressing member 
since they merely "connect" the main frame member to the pressing member. 
Elements or members 158 and 143 and 160 and 162 (with 160) are fasteners, since 
they specifically and by definition fasten the main frame member to the corresponding 
ends of the pressing member. The claims do not specify any structure for the fasteners 
that set those apart from the fasteners of Tajima et al. Accordingly, Tajima et al. remain 
applicable. 

Applicant further notes that the center angle in Tajima et al. is not 220 degrees or 
larger. Tajima et al. teaches the angle as being over 220 degrees by extending the 
pressing device 150 to a substantial angle and placing the fasteners as such angle (see 
figure 24 or 29, for example) and as such remains applicable to the claims. 
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Claim 14 is rejected under 35 U.S.C. § 102(b) as being anticipated by Golia 
(4,998,964). 

Golia teaches a headgear holder for use with an embroidery sewing machine. 
The headgear holder 72 (figure 3, for example) accommodates a headgear 40 having 
an opening for accommodating the head of a user. The headgear allows embroidery to 
be sewn onto the annular portion of the headwear. Golia teaches the headgear holder 
as including a main frame member 72 on which the headgear is set such that the 
annular portion is fitted onto the main frame member. A pressing member 84 is 
provided which conforms to the shape of the main frame and externally presses the 
headgear set on the main frame. Two fastening devices 80,82,87 (figure 2, for 
example) are provided at about the temporal locations of the headgear between the 
main frame member and each corresponding end of the pressing member for holding 
the pressing member onto the main frame member and thus removably affixing the 
headgear to the main frame member for embroidering thereof. Each fastening device 
can be separately latched and thus each can be unfastenable fro the main frame 
member, respectively. 

Remarks 

Applicant notes that Golia does not teach two fastening devices provided 
between the main frame member and a corresponding end(s) of the pressing member. 
Elements or members 80 and 82 are fasteners, since they specifically and by definition 
fasten and unfasten the main frame member to the corresponding ends of the pressing 
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member. The claims do not specify any structure for the fasteners that set those apart 

from the fasteners of Golia and accordingly, Golia remains applicable. 

Claim Rejections - 35 U.S.C. § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 2,3,15 and 16 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Tajima et al. '560 in view of Golia '964. 

Tajima et al. disclose the invention substantially as claimed. See above for 
specific explanations of the structural details of this document. Briefly, Tajima et al. 
teach a headgear holder including a main frame, a pressing member and two fasteners 
for clamping the headgear onto the main frame using the pressing member. The two 
fasteners 143,158 and 160,164 are provided at the ends of the pressing member 
between the main frame and the pressing member. However, Tajima et al. do not 
suggest each fastener as being selectively unfastenable (removable) from the main 
frame and pressing member. 

Golia teaches a headgear holder including a main frame, a pressing member and 
two fasteners for clamping the headgear onto the main frame using the pressing 
member. The two fasteners 80,82,87 are provided at the ends of the pressing member 
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between the main frame and the pressing member and are each unfastenable 
(removable) from the main frame and pressing member for separating the main frame 
from the pressing member. 

It would have been obvious to a person having ordinary skill in the art at the time 
of Applicant's invention to construct the fasteners of Tajima et al. as including each as 
being unfastenable in itself for unfastening (separating) the pressing member from the 
main frame member. Providing such a structure would allow fastening on e fastener 
and further adjusting the headgear before fastening the other fastener. 

Remarks 

Tajima '560 and Golia remain applicable and as such the above noted claims 
remain rejected as unpatentable as noted above. 

Allowable Subject Matter 
Claims 4,9-13,17-21 and 23-33 are objected to as being dependent upon a 
rejected base claim (or a defective reissue declaration), but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims (or if overcoming the defect in the reissue declaration). 

Status 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 



Application/Control Number: 09/416,985 Page 9 

Art Unit: 3765 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

INQUIRIES 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ismael Izaguirre whose telephone number is (571) 272- 
4987. The examiner can normally be reached on M-F (8:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Welch can be reached on (571) 272-4996. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) 
or 571-272-1000. 




Ismael Izaguirre 
Primary Examiner 
Art Unit 3765 
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